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Maurice Ross is a partner at Barton in New York, 
NY. Mr. Ross has represented corporate and 

individual clients in numerous intellectual property 
matters relating to business transactions and 

commercial litigation. Mr. Ross is an experienced 
trial lawyer and has served as lead trial and appellate 
counsel in patent and intellectual property litigations 

involving companies in a wide array of industries, 
from pharmaceutical and biotechnology to media 

and entertainment. 

In the landmark Markman1 case (characterized by some 
as infamous), the Supreme Court affirmed a Federal 
Circuit opinion holding that patent claim construction is 
a matter of law to be decided by a court rather than by 
a jury. However, recently the Supreme Court acknowl-
edged that claim construction in patent cases often 
requires adjudication of disputed issues of fact, and held 
that the Federal Circuit must give deference to the trial 
court’s determination of such disputed issues of fact.2 
The Federal Circuit must apply a “clear error” standard 
when reviewing determinations of fact by trial courts 
relating to issues of claim construction.

This decision calls into question the fundamental 
assumption underlying  Markman—that patent claim 
construction is solely a matter of law. Having recog-
nized that patent claim construction often requires 
adjudication of questions of fact, the stage has been 
set for the Supreme Court to reconsider its decision in 
Markman, which placed claim construction in the hands 
of judges rather than juries. This is because the Seventh 
Amendment of the Constitution provides litigants with a 
right to a jury trial on disputed issues of fact. Under tra-
ditional Seventh Amendment jurisprudence, the Seventh 
Amendment is clearly violated when litigants are stripped 
of their right to have disputed issues of fact decided by 
juries. The assumption that claim construction is solely 
a matter of law always was highly problematic, and was 
the subject of substantial criticism by patent litigators 
and academic commentators alike. Now this assumption 

has been proven to be inaccurate in the Supreme Court’s 
decision in the Teva v. Sandoz case. Therefore, it seems 
that there is no reason or justification for ignoring the 
fundamental right to a jury trial in patent cases. As a 
consequence, reconsideration of Markman seems inevita-
ble. Many trial lawyers and litigants alike will be pleased 
by this development.

The  Markman  decision was predicated on the belief  
that by placing claim construction in the hands of federal 
trial judges rather than juries, with de novo oversight by 
the Federal Circuit as an “expert” patent court, substan-
tial litigation efficiencies would be achieved, together 
with a more stable and predictable patent adjudica-
tion system. It was predicted by the Federal Circuit in 
its  Markman  decision that claim construction could be 
decided by judges in early phases of patent litigations, 
before the parties conducted substantial discovery, and 
that many cases could be resolved in a relatively short 
period of time based on the trial court’s claim construc-
tion. The  Markman  dream for efficient litigation was 
predicated on the assumption—now rejected by the 
Supreme Court—that claim construction did not often 
require adjudication of disputed factual issues. From the 
beginning, trial lawyers—the lawyers in the trenches day 
to day—were skeptical about the promised efficiencies 
and benefits of Markman.

After many years of experience with the Markman regime, 
we know that it was a decision based on false assump-
tions about the realities of patent claim construction 
adjudication. In fact, as is now apparent after years of 
experience with Markman, in most cases claim construc-
tion requires adjudication of disputed issues of fact con-
cerning the “extrinsic” evidence. As a result, most courts 
hold  Markman  hearings only late in the litigation, after 
the parties have completed fact and expert discovery. 
Markman  hearings often become mini-trials, involving 
battles of the experts. Rather than simplifying the patent 
litigation process, Markman greatly complicated it requir-
ing, in essence, two trials in many cases: (1) a bench trial 
on claim construction, and (2) a jury trial on infringement 
and invalidity (issues that still are decided by juries).

Supreme Court Changes Rules for 
Patent Claim Construction—Does 
This Mean That Markman Will 
Soon Be Overturned?
Maurice Ross



Markman also was flawed insofar as it was intended to 
lead to more stability, consistency, and predictability in 
patent adjudication. To the contrary, the Federal Circuit 
overturns a high percentage of claim construction deter-
minations by federal district courts—the reversal rate is 
at least 35 percent and often reported as higher depend-
ing on statistical methods. The reversal rate was no 
higher when claim construction decisions were made 
by juries rather than judges. The decision in  Teva  may 
reduce this reversal rate somewhat to the extent the 
Federal Circuit is required to provide deference to find-
ings of fact by the trial judges. But although the Federal 
Circuit must provide more deference, it is doubtful as a 
practical matter that it will reduce significantly the per-
centage of claim construction decisions that are reversed 
on appeal to the Federal Circuit.

Rather, the more important, practical impact of 
the Teva decision, as described above, will be to call into 
question the constitutional viability of  Markman—if 
claim construction involves disputed issues of material 
fact, then juries should be deciding those factual disputes. 
Because these disputes usually turn on determinations 
of witness credibility (experts, inventors, and others), 

juries probably will do a better job overall than judges 
in reaching correct results. While judges may do a better 
job assessing legal arguments, we know from decades of 
experience that juries do a better job than judges in assess-
ing issues of credibility. In any event, Markman can no 
longer be squared with traditional Seventh Amendment 
jurisprudence, which recognizes that litigants have a right 
to a trial by jury on disputed issues of fact. The fiction 
on which the  Markman  regime was based—that claim 
construction is solely a matter of law—now has been 
destroyed by the Supreme Court’s decision in Teva, and it 
is only a matter of time before Markman is reconsidered 
and reversed.

When and if  Markman  is reversed, we will be “back 
to the future”—instead of two trials in many cases 
(Markman  and jury trial), we will return to the “old 
days” where only a single jury trial would be necessary. 
As it turns out, the impact of the Markman  decision 
was to unnecessarily complicate patent litigation rather 
than simplify it. Thus, for many trial lawyers, when the 
Supreme Court turns to this issue (as is inevitable follow-
ing the decision in Teva), the end of the Markman regime 
will be deemed a blessing.

1. Markman v. Westview Instr., 517 U.S. 360 (1996). 2. [Teva v. Sandoz, slip op (January 20, 2015)]
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